United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/813.872 



03/30/200-4 



58415 7590 12/03/2010 

SENNIGER POWERS LLP (ILPS) 
100 NORTH BROADWAY 
17TH FLOOR 
ST. LOUIS, MO 63102 



Dominique Charmot 



RLY 04031.102 



YOUNG, MICA 1 1 PAUL 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
12/03/2010 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 

following e-mail address(es): 

uspalcnls@senniger.com 



PTOL-90A (Rev. 04/07) 



United States Patent and Trademark Office 



Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

www.uspto.gov 



BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 



Application Number: 10/8 13,872 
Filing Date: March 30, 2004 
Appellant(s): CHARMOT ET AL. 



Janet Hendrickson 
For Appellant 

EXAMINER'S ANSWER 



This is in response to the appeal brief filed 10/4/10 appealing from the Office action mailed 
5/4/10. 
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(1) Real Party in Interest 

The examiner has no comment on the statement, or lack of statement, identifying by 
name the real party in interest in the brief. 

(2) Related Appeals and Interferences 

The following are the related appeals, interferences, and judicial proceedings known to 
the examiner which may be related to, directly affect or be directly affected by or have a bearing 
on the Board's decision in the pending appeal: 

An Appeal Brief was forward to the BPAI on 9/7/10 for application number 10/814,749. 

(3) Status of Claims 

The following is a list of claims that are rejected and pending in the application: 
Claims 1, 17, 22-24, 31, 32, 45-56, 58-65, and 67-69 have been rejected and are currently 
being appealed. Claims 2-16, 18-21, 25-30, 33-44, 57, and 66 have been canceled. 

(4) Status of Amendments After Final 

The examiner has no comment on the appellant's statement of the status of amendments 
after final rejection contained in the brief. 

(5) Summary of Claimed Subject Matter 

The examiner has no comment on the summary of claimed subject matter contained in 
the brief. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The examiner has no comment on the appellant's statement of the grounds of rejection to 
be reviewed on appeal. Every ground of rejection set forth in the Office action from which the 
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appeal is taken (as modified by any advisory actions) is being maintained by the examiner except 
for the grounds of rejection (if any) listed under the subheading "WITHDRAWN 
REJECTIONS." New grounds of rejection (if any) are provided under the subheading "NEW 
GROUNDS OF REJECTION." 

(7) Claims Appendix 

The examiner has no comment on the copy of the appealed claims contained in the 
Appendix to the appellant's brief. 

(8) Evidence Relied Upon 

3,499,960 STAUFFER DENNIS et al 09-1970 

EP 0040390 BOGENTOFT C B 1 1-1981 

EP 0730494 NOTENMOMER et al 02-1998 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 1, 17, 22-24, 31, 32, 45-56, 58-65, and 67-69 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over the combined disclosures of Notenbomber (EP 0 730 494 hereafter 
•494) in view of Macek et al (USPN 3,499,960 hereafter '960) and Bogentoft (EP 0 040 590 
hereafter '590). 

The '494 patent discloses a particle formulation comprising a core and a coating where 
the core comprises a cation exchange resin and the coating does not disintegrate during passage 
through the intestinal tract of humans and where the membrane is more permeable to monovalent 
cations rather than bi-or higher cations (page 1, lin. 49-55). The particles can be mixed with 
sodium chloride as an excipient and administered orally as a foodstuff (page 2, lin. 54-60). The 
particles are safe means of absorbing cations from the digestive tract, encapsulating the ions and 
removing them as waste from the body (page 2, lines 8-12). The cation exchange materials come 
from a wide range of sources and can include sulphonated crosslinked polystyrenes, 
polycarboxylates, polymaleinates, polyacrylates and polyphosphates (page 2, lin. 20-34). The 
cation exchange resin of the reference can be used to remove potassium ions from a variety of 
sources (page 3, lin. 10-12). The coatings include polyethyleneimine and known surfactants 
(page 2, lin. 42-45; example 2). The particles can be further coated with cellulose acetate a well 
known enteric polymer (example 1). The reference is silent to the specific monomers of the 
instant claims. The particles are microcapsules that range in size from 0.01-10 mm in size, with 
specific ranges of approximately 290 microns (page 2, lin. 41-42; Example 1). The particles can 
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be formulated in various pharmaceutical forms including tablets, pills and capsules (page 3, lines 
15-18). 

The '494 patent differs from the instant claims in that the reference is silent to the 
specific coating materials of the instant claims. The coating of ionic exchange resins with 
crosslinked polymers is well known in the art as seen in the '960 patent. 

The '960 patent discloses a coated ionic exchange resin (abstract). The ionic exchange 
resin is a crosslinked polystyrene based polymer that binds bile in the gastrointestinal tract (col. 
1, lin. 20-55). The particles have a size less than 149 microns (col. 2, lin. 65-70) and are coated 
with crosslinked synthetic polymer such as Carbopol, a crosslinked acrylic polymer (col. 3, lin. 
5-20). It would have been obvious to coat the ionic exchange resins of the '494 patent with the 
polymers of the '960 patent since both patents solve the problem of binding ions in the 
gastrointestinal tract. 

The '494 patent differs from the instant claims in that they are silent to the total thickness 
of the coating materials in the instant claims. The coating of an ionic exchange resins with 
polymers of a specific thickness is well known in the art as seen in the '590 patent. 

The '590 patent discloses an ionic exchange resin particle comprising a methacrylic 
polymer (abstract). The coatings comprise Eudragit RL and RS with a thickness from 10-30 
microns (page 3, lin. 19-36). The ionic exchange resin comprises a crosslinked carboxylic based 
polymer (page 3, lin. 15). It would have been obvious to apply the acrylic polymer to the ionic 
exchange resin of the combination in order to provide an even and stable formulation that 
allowed ions to pass through. 
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Regarding the treatment of hyperkalemia, it would have been obvious to treat 
hyperkalemia with the combined prior art. Hyperkalemia is a condition characterized by high 
potassium ions. The combined prior art comprises the ion exchange resin of the '494 patent 
coated by the coating of the '960 patent. The resins of the '494 patent bind excess potassium and 
require a coating that is more permeable to those ions. The coatings of the '960 patent are used 
for binding bile in the GI tract, bile comprising potassium ions, and would have been an obvious 
addition to a potassium binding particle. With these things in mind it would have been obvious 
to treat a potassium disorder with a formulation that binds excess potassium ions. 

Regarding the binding and retention of the potassium ion in the particles, it is the position 
of the Examiner that combination of the prior art would inherently bind and retain the claimed 
amount of potassium. The instant claims recite core-shell particles comprising a styrene based 
cation exchange resin coated with a crosslinked synthetic polymer in a specific thickness. The 
'494 patent discloses a core-shell particle formulation comprising a core of styrene based cationic 
exchange resin useful for binding potassium. The particles can be coated with any material that 
is permeable to potassium ions and discloses cellulose acetate. The '960 patent discloses a core- 
shell ion exchange resin useful for binding bile (comprising potassium ions) where the shell is a 
crosslinked acrylic polymer, and the '590 patent discloses that these polymers can be applied in 
a specific thickness. Each component is identical to the instant claims and would have been an 
obvious modification since each patent solves the same problem of binding potassium ions and 
retaining them in the particle. As such since a composition and its properties cannot be separated 
the same components must also retain up to 75% of the potassium within the particle. 
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With these things in mind it would have been obvious to combine the coatings of the '960 
patent onto the '494 patent since both patents solve the same problem of binding ions in the 
gastrointestinal tract. The ion exchange resins of the '960 patent bind bile in the gastrointestinal 
tract. Bile comprises potassium ions and will be bound by the formulation of the '960 patent. It 
would have been obvious to coat the potassium binding resins of the '494 patent also because the 
polymers are both styrene based. It also would have been obvious to include the polymers since 
they reduce the bitter astringent taste of the formulation. The polymers of the '960 patent would 
have made a better tasting oral formulation that would have been easier to administer. It would 
have been obvious to apply the coating of the '960 patent to a thickness as disclosed in the '590 
patent. This would have been an obvious adjustment since both patents solved the same problem 
of coating ionic exchange resin with methacrylic and acrylic polymers. The ionic exchange 
resins would have been coated with the polymers of the '494 patent to the thickness of the '590 
patent in order to allow the potassium ions to pass through the membrane as suggested by the 
'494 patent. One of ordinary skill in the art would have been motivated to coat the particles of 
the '494 patent with the coatings of the '960 patent in order to provide protection to the resin in 
the gastrointestinal tract. It would have been obvious to combine the prior art with an expected 
result of a stable potassium binding formulation useful for treating high potassium related 
conditions. 

(10) Response to Argument 

Response to Arguments 

Applicant's arguments filed 12/28/09 have been fully considered but they are not 
persuasive. Applicant argues that: 
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The combination of the prior art would not obviate the instant claims since the 
combination does not provide a core shell particle as described in the instant claims. 

Regarding this argument it remains the position of the Examiner that the combination of 
the prior art continues to obviate the instant claims. The '494 patent provides an oral 
pharmaceutical composition comprising a core-shell format comprising a shell and a cation 
exchange core. The core is a cation exchange resin that can bind potassium, calcium and sodium. 
The resins include sulphonated crosslinked polystyrenes, polycarboxylates, polymaleinates, 
polyacrylates and polyphosphates, and are administered orally and do not disintegrate in the 
intestinal tract. The cation resins are coated with a shell comprising polyethyleneimine and 
additionally enteric polymers. Theses polymers are different from the instant claims, however 
crosslinked synthetic polymer used as shells for ion exchange resins are known in the prior art as 
seen in the '960 patent. Applicant argues that since the '960 patent is concerned with anionic 
exchange resins and their absorption the '960 patent is unrelated to the instant invention. 
However the patent is used to show the level of skill in the art regarding crosslinked synthetic 
shell polymers used in ionic exchange and removal. The '960 patent provides a core-shell 
structure comprising a shell such as Carbopol and is used to remove bile acids from the intestinal 
tract of a patient in need thereof. The patent establishes the level of skill in the art regarding the 
removal of compounds and ions from the GI tract using non-disintegrating core-shell 
formulations. The patents are within the same field of endeavor and solve the same problem of 
removing ions from the GI tract without disintegrating. The combination is silent to the thickness 
of the instant claims, however the optimization of the shell portion of a ion binding core-shell 
structure is well within the level of skill in the art as seen in the '590 patent. The '590 patent 



Application/Control Number: 1 0/8 1 3 ,872 Page 9 

Art Unit: 1618 

discloses an ionic exchange resin that is coated with a synthetic polymer in a thickness of 10-30 
microns. It would have been obvious to optimize the thickness as seen in the '590 patent since 
the reference discloses ion binding using similar compounds such as resin with crosslinked 
carboxylic base' polymer and enteric crosslinked shells. It would have been obvious to follow 
the suggestions of the '497 patent and apply the coating of the '540 patent since both patents 
solve the same problem of ion removal from the gastrointestinal tract. It would have been 
obvious to optimize the thickness of the shell in order to properly encapsulate specific ions. 
Further it would have been obvious to combine the coating of the '960 patent in order to avoid 
the gritty, astringent taste of the polymer formulation. This coating would improve the taste of 
the formulation making the oral formulation easier to take and administer. 

Regarding the method of treating hyperkalemia, it remains the position of the Examiner 
that the combination would be useful in a method of ion removal. The instant method claims 
recite a single step of administration, with the function of the core-shell dependent on the 
disposition of the core-shell polymers. The combination discloses the same core-shell 
disposition as the instant claims, specifically a core comprising a sulphonated crosslinked 
polymer such as polystyrenes, polycarboxylates, polymaleinates and polyphosphates, coated with 
a shell comprising crosslinked synthetic polymers such as Carbopol, optimized to a specific 
thickness. The combination provides an oral administration method that removes desired ions 
from the gastrointestinal tract. As the core portions are identical to the instant claims, these 
polymers would bind the potassium in the GI tract and effectively reduce the potassium level of 
the patient. This removal of ions would provide an effective treatment of hyperkalemia. For 
these reasons the claims remain obviated. 
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(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the Related 
Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 
/MICAH-PAUL YOUNG/ 
Examiner, Art Unit 1618 



Conferees: 
/Michael G. Hartley/ 

Supervisory Patent Examiner, Art Unit 1618 
/SREENI PADMANABHAN/ 
Supervisory Patent Examiner, Art Unit 1627 



